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This is in response to the appeal brief filed 6/20/2007 appealing from the Office action 
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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 
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(6) Grounds of Rejection to be Reviewed on Appeal 

Appellant's brief presents arguments relating to the objection of claim 7. This 
issue relates to petitionable subject matter under 37 CFR 1.181 and not to appealable 
subject matter. See MPEP § 1002 and § 1201. 

OthenA/ise, the appellant's statement of the grounds of rejection to be reviewed 
on appeal is correct. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

20040143502 MCCLUNG, III 7-2004 

2001 0042785 WALKER 1 1 -2001 

(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

Claims 1-11 and 13-28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over McClung (U.S. Pub No. 2004/0143502). 

Referring to claims 1-7, 11, 13-18, and 22-26, McClung teaches a host 
computer system as tracking a transaction by the item and purchase price, receiving 
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and storing price matching data including an item match price, comparing the purchase 
price to a comparison price (item match price) periodically (over different time periods), 
and administering a credit for the price differential to the customer if the comparison 
price is lower than the purchase price (Paragraph 0007). The system would inherently 
have to obtain an account number (customer identification number) in order to credit the 
customer's account. McClung also teaches the credit card account as being an account 
with the vendor (Paragraph 0008, Sentence 3 and Paragraph 0131, Sentence 1). A 
step of determining whether a user is a member of the system (signed up through a 
vendor) is inherent when a purchase takes place. McClung, however, does not specify 
what action takes place should a user not have an account with the system. It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to notify a non-member at a time of purchase as to an explanation of the types of 
savings (such as price matching or price guarantees) that could be incurred through 
signing up. This would provide a greater chance of that non-member signing up. 

Referring to claims 8, 10, 19, 21, and 28, McClung teaches a price-guarantee 
period (Paragraph 0007). Recording and comparing purchase and current dates is 
inherent in offering the price-guarantee period. 

Referring to claims 9, 20, and 27, McClung teaches a price-guarantee period 
that could be (but not limited to) a week, a month, 3 months, 6 months, or a year 
(Paragraph 0007). McClung also teaches the monitoring competitors on a real time 
basis (Paragraph 0009, Sentence 2). McClung doesn't specify the price-guarantee 
period as being same-day and doesn't describe what would happen should a customer 
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purchase a product in the nnorning with a lower comparison price appearing in the 
system later in the day. It would have been obvious to one having ordinary skill in the 
art at the time the invention was made to have the price-guarantee period be whatever 
time period the retailer would prefer, including same-day. This would make the system 
more attractive to retailers by allowing them more choices. 

Claims 11, 12, 29, and 30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over McClung (U.S. Pub No. 2004/0143502) in view of Walker (U.S. 
Pub No. 2001/0042785). 

Referring to claims 11, 12, 29, and 30, McClung teaches crediting an account 
with a vendor to implement a guaranteed pricing promotion. McClung doesn't teach the 
transferring of balances between different credit accounts. Walker teaches that it is 
well-known to transfer debt balances between accounts to take advantage of different 
account features (Paragraph 001 1 , Sentence 2). It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to transfer a credit 
balance from one account to another in order to take advantage of retailer guaranteed 
pricing. It would also have been obvious to one having ordinary skill in the art at the 
time the invention was made to notify a non-member at a time of purchase as to 
potential credits that could be incurred through transferring a balance. This would 
provide a greater chance of that non-member transferring the balance. 
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(10) Response to Argument 

Response to Appellants arguments of the 103 rejection over claims 1-11 
and 13-28. Appellant argues that a step of determining whether a user is a member of 
a system is not inherent when a purchase takes place by using the example "a 
customer who has a store credit card or account may make a purchase using another 
credit card or cash without ever disclosing that he has a store credit card". Applicant's 
invention is essentially directed towards using a store credit card account to receive 
discounts. When a consumer makes a purchase, the system inherently automatically 
"determines whether the item is purchased using a store credit card account" (language 
taken from Claim 1). The system knows if the user is making a purchase with a J.C. 
Penney card (which is an old and well-known type of department store account) as 
opposed to a typical Visa card. This is, in fact the inherency the Examiner relies on . If 
the consumer is a member of the system, and doesn't use the appropriate store credit 
card, then whether the consumer is a member of the system or not is a moot point. It 
appears that the Appellant is attempting to rely on a technicality to overcome the 
reiection, when in fact, the technicality is not really available since the inherency should 
be easily understood when compared to the claim scope . Appellant's claims do not 
require a determination of whether a consumer is a member of the system or not. It 
only requires that a consumer uses the store account at a time of purchase. 

Appellant further argues "McCiung does not teach or suggest any different 
treatment between customers who used store credit cards to make a purchase and 
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those who did not". McClung teaches signing up with a vendor to have amounts 
credited in Paragraph 0008. Another reference to this can be found at Paragraph 0131, 
Sentence 1 . At this citation, McClung is quoted as teaching "an entity (e.g. but not 
limited to, a financial institution, a network, an ISP, a retail business , or an on-line entity) 
may have a consumer register or sign-up to receive the benefit of a best price 
guarantee". This appears to be a store credit account, and the Examiner stands by this 
interpretation. This also leads to the interpretation that if a consumer is not signed up, 
the price guarantee may not be implemented. 

In relation to the argument of improper hindsight, in many situations there is 
neither a motivation or evident lack of motivation to make a modification articulated in 
cited references. Numerous scenarios typically find the prior art reference disclosing 
aspects of claimed subject matter, but fail to specifically point the way toward the 
combination to arrive at Applicant's invention. A judgment must be made whether a 
person of ordinary skill in the art would have had sufficient motivation to combine 
individual elements forming the claimed invention, as in this particular situation. In re 
Clinton, 527 F.2d 1226, 1228, 188 USPQ 365, 367 (CCPA 1976). Further, KSR 
forecloses the argument that a specific teaching is required for a finding of obviousness 
(citing KSR, 127 S.Ct. at 1741, 82 USPQ2d at 1396). See Board decision Ex parte 
Smith, --USPQ2d-, slip op. at 20, (Bd. Pat. App. & Interf. June 25, 2007). By arguing 
hindsight, the Appellant is referring to obvious statements the Examiner made to 
combinations which only unite old elements with no change in their respective functions 
and which yield predictable results. 
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Response to Appellants arguments of the 103 rejection over claims 11, 12, 

29, and 30, Appellant argues a general statement that the references do not support 
the content of these claims, yet has not pointed to any specific reasoning for this 
assertion other than improper hindsight. Examiner has addressed his thoughts on 
improper hindsight in the above paragraph, with the same reasoning applying to this 
claim set. 

Response to Appellants arguments of the objection over claim 7. Since 
objections are not appealable, no counter-argument is made and this point is moot. 

.(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submitted, 
Michael Bekerman 

Conferees: 
Vincent Millin 
Jeff Carlson 




